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The Single Life

Solos sharing office space may be the wave of the future: cheaper rent, a
joint fax machine, a common library and shared staff. But what are the pitfalls?
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D. Barndollar,
co-chairwoman
of the Connecti-
cut Bar Associ-
ation’s Solo and
Small  Firm
Practice Com-
mitiee, and a
former office-
sharer herself.
“You have to
get good ones.”
Barndollar, now of counsel at New Canaan’s
Marvin and Ferro, says the ideal situation is to have
a complicated contract in place that covers each
lawyer under every possible scenario. But her expe-
See SURYIVING on PAGE 14

A Crack in the West ‘Monopoly’?

In a landmark ruling, a judge declares that West Publishing Co.’s so-called “star pagination’

By SCOTT BREDE

| or solos, sharing office space with other solo
lawyers is a lot like coliege kids rooming
together off campus.

It's cheaper than paying the rent outright,
not to mention some of the other cosls that go
along with running your own practice.

But it comes with the potential of getting burnt if one of
the “roommates” suddenly ups and leaves, or has trouble
paying his or her share of the bills.

Sure, there are ways of seiting up house to help keep that
from happening. But, as in college, trust and mutual respect
are key components of any successtul—and happy—cchab-
itation.

“The problem when you share space . . . is just like the
problem you have when you have roommates,” says Livia

‘The problem when you share space . ..

is Just like the problem you
have when you have roommates,’ says Livia D. Barndollar, above, co-
chairwoman of the CBA's Solo and Small Firm Practice Committee.

‘You have to get good ones.’

system—the road map to U.S. law—is in the public domuin.

entitled to protection.” Martin stated.
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ruling that could
start to crack West
Publishing Co.'s
pre-eminence in
legal publishing. a
federal judge ruled recent-

‘What West Is attempting to
do by trying to Inhlbit star
pagination is to create a
monopoly over reported
court decislons,” concluded
U.S. District judge John S.
Martin, left.

* I1%s time 1o break free and call your own shots. But
more than a little thought goes into a “solo {light.”
Online Exchange, page o 8

® Sinall firms and solo practitioners need to make
intellizent choices about professional liability insur-
ance. Commentary, page 24

* Lawyers setting up a new practice should have a
road map that includes mar eting. Commentary,

® As you start up your new finn, keeping a lid on costs is imperative. Practice

Management, page 27

* Computer technology makes starting your own firm as easy as Lotus 1-2-3.

Bar Bytes, page 25

fucts, not intellectual property subject to
copyright.

In a carpeted Manhattan courtroom,
winners and losers in this high-stakes
copyright battle sat stlently as U.S. Dis-
trict Judge John S. Martin made informa-
tion law history on Nov. 22, declaring that
the so-called “star pagination” syslem—
the road map to U.S. law—is in the public
domain.

“[Wthere and on what particular pages
the text from a court opinion appears does
not embody any original creation of the
compiler and therefore, in my view, is not
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Co. and HyperLaw Inc. v. West Publish-
ing Co. clashes with the conclusion of
U.S. District Judge Paul A. Magnuson of
Minnesota—West1’s home state—who
ruled on May 17 of this year in the case of
Casis Publishing Co. Inc. v. West Pub-
lishing Co. Magnuson held that West has
a protectable copyright interest in its
“Florida Cases.” which competitor Oasis
wanted to cite to by West book and page
number, on a CD-ROM compilation
Magnuson ruled that “Oasis’ proposed

See WEST’S oN PAGE 18

SUPPLEMENT
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OPINIONS

Top of the Docket

A news director’s allegation that a
former television news reporter
secretly lapcd meetings and Fhonc
conversations states a claim for vio-

lation of C.G.S. §52-570d and inva-

sion of privacy.

Verdicts and Settlements
A 08-year-old woman who rejected
an offer from Shop-Rite Supermar-
kets Inc. to settle a slip- muf fall case
for $15,000 ends up with nothing.
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West's Star Pagination in the Public Domain

Continued from PAGE 1

star pagination would infringe copy-
rightable elements of West's arrange-
ment.”

A purchaser of Oasis’ product could
use the numbers to duplicate West’s
selection and arrangement, infringing
the compilation copyright, Magnuson
reasoned,

Although West does not ¢laim a
copyright interest in the official opin-
ions of judges, it has tenaciously main-
tatned its perch at the top of legal pub-
lishing by vigorously pressing its
claims to star pagination and a “compi-
lation copyright” based on its selection,
arrangement and enhancements of the
uncopyrighted raw text.

In Muartin’s breakthrough ruling, he
granted summary judgment for the
plaintiff Matthew Bender & Co.. a New
York-based publisher, and partial sum-
mary judgment on the issue of star pag-
ination 1o Hyperl.aw Inc., a CD-ROM
publisher also based in New York.

HyperLaw also had a motion for
summary judgment pending on its bid
to copy the text of judicial opinions
directly from West's pages—which if
allowed on a large scale could even fur-
ther undermine West’s dominance.
Martin said he would rule for Hyper-
[ Law if he were at the Circuit Court
level, on the facts presented, but to
avoid delay and to resolve any potential
disputed facts he set a Jan. 27 irial date
for the Lext tssue.

Morgan Chu. Bender’s lead litigator,
said he was “pleased”™ with the deci-
sion, HyperLaw president Alan D. Sug-
arman is more effusive

“I am truly astounded by the clarity
of the judge’s ruling, and the fact that
he ruled from the bench,” says Alan D.
Sugarman, president of Hyperl.aw Inc,
“S0 many judges get caught up in the
technical minutia of copyright, and
never see the forest for all the intrica-
cies. What Martin’s saying is that the
copyright clause of the Constitution
means something, and that the law is
not an ass.”

The West-Thomson lawyers were not
so thrilled. Joseph Musilek, West's lead
copyright litigator, said after the hear-
ing, “I was very surprised [by Martin's
ruling, because] I think he’s really
wrong.” Musilek said he looked for-
ward to an immediate appeal.

Thomson Publishing Corp. general
counsel Michael S. Harris showed no

visible emotion after the ruling, but
said he was not particularly surprised
by it. He deferred further comment and
could not be reached last week. But it is
an undeniable setback for his British-
Canadian company, which has its pri-
mary corporate center in Stamford.
This year Thomson purchased West for
$3.4 billion, and is near the end of a
complex merger process.

Computer-Age Fight
The practice of star pagination dates

consulting the second source. Even in
the pageless computer age, book and
page numbers are the only pervasive
system that maps the law, and West's
“address list” is by far the most com-
prehensive one.

West has staunchly claimed a copy-
rightable interest in its book and page
numbers since it became an economic
issue, with the dawning of electronic
legal research in the early 1970s. Since
then, West has not tolerated star pagina-
tion by rivals, licensing the numbers (o

only one major

Asked about the clalm that West adds some creative element to the
decisions it reports, HyperLaw Inc. attorney Carl J. Hartmann Jr.,
above, answered: ‘It's drivel. [In reams of testimony] there's not one
single statement that West has added anything of value.’

to the 1800s, when many compeling
legal publishers printed rival volumes.
It is the practice of inserting numbers
showing where a compefing publisher’s
page breaks fall in the text of a judicial

opinion. It allows the user of one set of

books to cross-reference legal points in
another publisher’s collection without

competitor—
Lexis-Nexis
Under a secret
1988 settlement
agrecmenl,
Lexis began to
license page
numbers from
West at a license
cost reported at
the time by The
New York Times
to be in the tens
of millions of
dollars

If Martin’s
view ol star
paginatton s
upheld. it wili
mean that West
was charging
Lexts mitlions
to use intellec-
tsal property
that West didn’t
legitily own

The West-
Thomson merg-
er. announced in
February. is cur-
rently awaiting
approval in the
Washington,
D.C.., vcourt-
house of U.S.
District Judge
Paul Friedman
Thus, both the
Oasis ruling 1n
May and Mar-
tin's Matthew Bender ruling last
month—for and against copyrightabili-
ty of pagination—have come down
while the merger process has been
under way. Although West and Thom-
son officials downplay the importance
of intellectual property rights in pages
and text, some legal publishing experts
predict that the competition will soar

=)

and costs will fall if West's page and
text claims fail.

The Qasis case is currently on appeal
to the U.S. Court of Appeals for the 8th
Circuit.

Burnished Moment

Martin’s ruling came in an august
setting. Distant clouds reflected the
coppery light of a low autumn sun 1into
his 151h story courtroom in the new
federal courthouse tower in Manhattan,
high above the Brooklyn Bridge. in a
room paneled floor to ceiling in flaw-
less cherry wood,

Martin. an energetic. no-nonsense
young judge. heard over an hour of
argument on cross-motions for summa-
ry judgment by West, Matthew Bender
and Hyperlaw, West lawyer Musilek,
of Minneapolis' Schatz. Paguin, Lock-
ridge. Grindal & Holstein, argued

muightily that the “facts”™ of West's page |

numbers are entirely different from the
“facts” of a telephone book’s list of
nantes and numbers Musilek was
attempting to distinguish feist Publish-
ing Co. v. Rural Telephone Inc., a lund-
mark 1991 decision in which the US
Supreme Court held that copyright
rewards creativity. not “sweat-ot-the-
brow™ effort—and that copying names
and phone numbers. simply arranged
alphabetically. does not infringe any
copyright

Martin used the 1994 opinian of
CCC Information Services Inc. v

Maclean Hunter Marker Reports Ine |

for both its form and content. viting
West's lawver ta disprove his view: "It
is a tact that [ 2nd Circuit| Judge [Plerre
N.] Leval is reported a1 44 F3d 617
said Martin. It is not g result of West's
creative activity” that it appears that
way. In other words. Martin said, the
{act thal, say, page 66 of that decision,
begins with certain words and ends
with ¢ertain other words 1s "a conse-
quence of the way the compilation 1y
put together,” but it is not a creative part
of the comptlation.

Musilek countered: “There is a dif-
ference in the law between pre-existing
facts™ and facts that arise from the
effort of making an original compila-
tion, such as the West case reports.
Everyone has an address and phone
number, Musilek explained, but the slip
opinion from Judge Leval does not
have a book and page number indepen-
dent of the publisher’s effort. Page
numbering, Musilek continued, is “the
essence of the protectable expression.”

Pepe & Hazard announces the addition of the following associates to its Hartford
office: Karen Conway, Lisa Johnson-Firth and Roseann Padula.

-
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Service Award. The award is in recognition of significant pro bono service to the

T he American Bar Association is now accepting nominations for its National Public

poor in a business context, and the achievements resulting from the public service
work for the clients and client groups represented.

Nominations are due by Jan. 31, 1997.

For more information or to submit a nomination, call Candi Ewing at (312) 988-5588,

. or write to her at ABA Section of Business Law, ABC Nauonal Public Service Award,
: 750 N. Lake Shore Drive, Chicago, Ill. 60611.
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Martin asked whether he was
infringing on West’s intellectual prop-
erty when he cited to a West Reporter
volume. Musilek patiently explained
that it would not be an infringement for
two reasons---one, is that it’s a de min-
imis copying, and two, it “would cer-
tainly be fair use for a judge or clerk.”
But it’s different for a commercial
competitor engaged in wholesale copy-
ing of page numbers.

Martin needled that a commercial
competitor might be “‘taking advantage
of the sweat of West’s brow.” Musilek,
knowing full well that sweat-of-the-
brow toil isn’t protected by copyright,
shot back, “Of course it takes sweal,
but what ultimately the court protects
is intellectual labor.”

At this point Martin began to thumb
through a tiny white booklet containing
the U.S. Constitution. Reading from
the copyright section, he asked Musilek
whether these page numbers are what
the founders had in mind when they
spoke of promoting “science and the
useful arts.” As Musilek nodded, Mar-
tin mused, “I knew we fought the Rev-
olution for something.”

Few Words

When it was Bender’s time to argue,
Chu, of the Los Angeles firm of Irell &
Manella, gave a two-senlence argu-
ment: West, he said, is claiming that
there is a protectable “copyrighted
expression in a series of Arabic numer-
als—one, two, three and so on—added
by a computer. It is an astounding pro-
posal.” Chu concluded, saying Bender
would rest on what it said in its briefs.
Chu was accompanied by copyright
partner Elliot Brown. (Irell & Manella
partner David Nimmer, co-author with
his late father of Nimmer on Copyright,
is another member of the Bender legal
team, but was not present. Their refer-
ence work, frequently quoted in the lit-
igation, is published by Bender.)

Musilek made one last effort to

explain why West's page numbers are
fundamentally different from such
facts as addresses. A telephone book
competitor could get the facts indepen-
dently, but anyone using West's num-
bers has to be a copier. “If they haven’t
copied it, how can they go door-to-
door and find those facts without refer-
ence to West’s work?”

Next up was Carl J. Hartmann Jr.,
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one of HyperLaw’s lawyers, arguing
that it should be able to copy West text.
Specifically, the CD-ROM publisher
seeks to copy 15 judicial decisions that
were provided by federal courts to
West, but which HyperLaw was unable
to obtain from court electronic bulletin
boards. It does not intend to scan the
whole reported text, Hartmann empha-
sized, but will keystroke into a comput-
er only the words of the judicial deci-
sion—without headnotes, key numbers

Hartmann quoted West admissions
during discovery that some corrections
come directly from judges, and that it
has not kept records of what text is
original and what parts are corrections.
Thus, Hartmann argued, West’s ver-
stons are in a very real sense the final
versions from the courts. As to the
originality of the way page breaks are
determined, Hartmann continued,
“Internally, they say it’s done by a
machine,” he said.

DID THE FOUNDERS HAVE PAGE NUMBERS IN MIND WHEN THEY SPOKE IN

THE CONSTITUTION OF PROMOTING *SCIENCE AND THE USEFUL ARTS,” THE

JUDGE ASKED THE LAWYER. AS THE LAWYER NODDED, THE JUDGE MUSED,

‘| KNEW WE FOUGHT THE REVOLUTION FOR SOMETHING.’

or any other West data.

Although Bender and Hyperlaw con-
ceded that West deserves copyright
protection for its original compilation
efforts, Hartmann said that this might
not be true for West’s U.S. Supreme
Court Reports, which are faithful
reproductions of what the Supreme
Court issues, including syltabi. “What
could be more of a public document
than a Supreme Court case?” Hartmann
asked, adding, “What could be less
intellectual than a parallel cite?”

West contends that competitors must

get cases directly from the courts, and

that copying only the judicial opinions

from West books would violate West’s
i copyright.
Martin asked Hartmann about claims |

that there was some original or creative

element that West adds to judicial deci- |
sions. After nearly five years of litiga-

tion against West, Hartmann said of

this claim, “Ii’s drivel. [In reams of tes- |

timony] there’'s not one single state-
ment that West has added anything of
value.”
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The hearing was like a show-cause
proceeding; the judge wanted to know
why he shouldn’t rule in favor of Ben-
der or HyperLaw right then and there.

Musilek protested that the Hyper-
Law text case is rife with issues of fact,
and cannot be decided on summary
judgment. “Are you ready for trial next
week?"” Martin asked impatiently. After
Musilek protested lightly, Martin took
a five-minute recess.

Why Not Move?
“What is the factual dispute that

would keep me from granting summary

judgment for Matthew Bender?” Mar-
tin asked when he resumed court.
Musilek’s final argument rephrased the

Oasis rationale—that if the West case |

arrangement could be recreated from
the Bender CD-ROM, on the basis of
the page numbers, an infringement
would exist.

Unswayed, Martin declared, “I'm
going to grant summary judgment to
Matthew Bender with respect to star
pagination.” He quoted from Leval in

the CCC case, which states: “The facts
set forth in the compilation are not pro-
tected and may be freely copied; the
protection extends only to those
aspects of the compilation that embody
the original creation of the compiler.”
There was no question in anyone’s
mind that this case would be heading to
the 2nd Circuit, and Martin allowed
that he was ruling from the bench so
the appellate court could get to work

. guickly.

Equitable Aspects

Martin spoke from the bench with-
out reading a prepared text, explaining
his legal reasoning:

“Here, the original creation of West
is not in the number of lines in any
case, it is not in the number of any
pages in any case. The original cre-
alion may be in the way West selects
cases for reporting,” its headnotes and
other added enhancements. Even if he
were to rule that the page numbers
were copyrightable, other publishers
should be able to use them freely under
the doctrine of “fair use,” Martin con-
tinued.

“I think it is important in looking at
the fair use analysis to start with the
[1989] decision in the 2nd Circuit in
Weissman v. Freeman.

“ ‘Analysis begins not by elevating
the statutory guides to inflexible rules
but with a view to the underlying equi-
ties.’

“It seems clear the underlying equi-
tes here lie with allowing use of star
pagination. On the one hand it can be
said that somehow Matthew Bender is
taking advantage of the sweat of West's
brow. But Feist did away with that con-
cept,” Martin said.

“What West is attempting to do by
trying to inhibit star pagination is to
create a monopoly over reported court
decisions. That, in my view, is not an
equitable activity and therefore should

. play some role in the analysis of

whether or not there is fair use here.
“West has its copyright because of
the compilation,” the judge concluded,
“not because of where a particular por-
tion of court-authored text falls on a
page.” ]

Thomas Scheffey’s e-mail address is
tom.scheffey@ counsel.com.
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